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DETAILED ACTION 

1 . This action is in response to applicant's amendment received on 09/08/2008. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-10, 13, 14, and 17-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Keller (U.S. Patent 4,997,432) in view of Davidson (U.S. Patent 
4,303,268). 

Keller discloses a device comprising an extension, at least two prongs coupled to 
a fulcrum at the distal end of the extension, and a sleeve (see Figure 1 below), wherein 
the device manipulates, i.e. inserts, repositions, removes, etc., an implant/prosthesis. 
The extension includes a longitudinal axis. The two prongs each include semicircular 
rigid prong extensions including inwardly facing surfaces, wherein the inwardly facing 
surfaces together define a cylindrical holding enclosure that opens and closes to hold 
an implant/prosthesis. The first prong is spring-loaded with respect to the second prong 
to bias the holding enclosure to a receptive state wherein the prongs are separated by a 
distance that does not allow an implant/prosthesis to pass between the distal ends of 
the prongs without altering the position of at least one of the prongs, wherein a manual 
pushing larger than the bias of the prongs in a proximal direction along the longitudinal 
axis of the extension between the distal ends of the prongs expands the holding 
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enclosure such that the prongs are separated by a larger distance that allows an 
implant/prosthesis to pass between the distal ends of the prongs. The spring-loading of 
the prongs relative to each other is caused by at least one of a dimension of at least one 
of the prongs or a material strength of at least one of the prongs. The prong extensions 
widen outwardly and are tapered more narrowly toward the holding enclosure to 
facilitate passage of an implant/prosthesis. The sleeve surrounds at least a portion of 
the distal end of the extension, the fulcrum, and at least a portion of the two prongs. The 
sleeve is collinear with the longitudinal axis of the extension and is fixed longitudinally 
by threads that engage the extension to the sleeve, wherein rotation of the sleeve along 
the threads causes prong extensions to open and close relative to one another. The 
sleeve includes a bore that extends along the longitudinal axis of the extension, wherein 
the bore defines a cross-section. Keller discloses a device further comprising a handle 
having a distal handle end coupled to a proximal end of the extension. Keller discloses 
a device further comprising a flange that facilitates rotation of the sleeve. Keller fails to 
disclose the bore of the sleeve further defining a cross-section on a plane perpendicular 
to the longitudinal axis of the extension, wherein the cross-section has a width greater 
than a depth. Keller discloses a sleeve, wherein the cross-section of the bore 
perpendicular to the longitudinal axis of the extension is circular and the bore tapers in 
order to contract, i.e. close, the prongs of the device. Davidson teaches a device 
comprising a sleeve including a bore having cross-section perpendicular to the 
longitudinal axis of extension, wherein the cross-section of the bore includes a width 
that is greater than a depth for contracting the prongs of the device. Because both 
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Keller and Davidson teach a device comprising a sleeve including a bore to contract the 
prongs of the device, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to substitute the bore in the sleeve of Keller with the 
bore in the sleeve of Davidson in order to achieve the predictable results of contracting 
the prongs of the device. 

The device of Keller as modified by Davidson discloses a device wherein the 
aligning outwardly facing surfaces of the prongs allows the prongs to expand fully 
without interfering with the inner surfaces of the bore when aligned with the bore width 
and allow the prongs to contract due to interference with the inner surfaces of the bore 
when aligned with the bore depth. The device of Keller as modified by Davidson 
discloses a device wherein the sleeve bore includes at least one corner having a 
curvature shaped as a radius of the sleeve bore, wherein the outwardly facing surface 
of at least one of the prongs is curved to match the curvature of the corner to facilitate 
rotation of the sleeve. 

Figure 1 ^ Prong Extension Handle 



G 




4. Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Keller (U.S. Patent 4,997,432) in view of Davidson (U.S. Patent 4,303,268) further 
in view of Myers (U.S. Patent 4,317,387). 
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The device of Keller as modified by Davidson discloses the invention as claimed 
except for the plunger being biased from an inner sleeve surface inwardly, wherein the 
plunger includes a spring. The device of Keller as modified by Davidson discloses a 
device comprising a positioning mechanism comprising at least one plunger located 
within a portion of a sleeve wall bore and at least one sleeve wall bore penetrating 
through the wall of the sleeve in order to position the sleeve relative to the extension. 
Myers teaches a device comprising a sleeve, an extension, and a positioning 
mechanism. The positioning mechanism includes at least one plunger located within a 
portion of a sleeve wall bore, at least one sleeve wall bore penetrating through the 
sleeve wall, and at least one recess located on an outer surface of the extension, 
wherein the plunger further includes a spring capable of biasing the plunger inwardly 
from an inner sleeve surface such that the at least one plunger aligns with and is 
partially contained within the at least one recess in order to position the sleeve relative 
to the extension. Because both the device of Keller as modified by Davidson and Myers 
teach devices comprising positioning mechanisms, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to substitute one 
positioning mechanism for the other in order to achieve the predictable results of 
positioning the sleeve relative to the extension. 

Further regarding claim 1 1 , The device of Keller as modified by Davidson as 
further modified by Myers discloses a device wherein the sleeve is capable of being 
rotated about the longitudinal axis of the extension such that the at least one plunger 
aligns with and is at least partially contained within the at least one recess. 
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Response to Arguments 

5. Applicant's arguments filed 09/08/2008 have been fully considered but they are 
not persuasive. The applicant's argument that the Keller reference and the Davidson 
reference are non-analogous art is not persuasive. The examiner would like to note that, 
"The examiner must determine what is "analogous prior art" for the purpose of analyzing 
the obviousness of the subject matter at issue. "Under the correct analysis, any need or 
problem known in the field of endeavor at the time of the invention and addressed by 
the patent [or application at issue] can provide a reason for combining the elements in 

the manner claimed." KSR International Co. v. Teleflex Inc., 550 U.S. , , 82 

USPQ2d 1385, 1397 (2007). Thus a reference in a field different from that of applicant's 
endeavor may be reasonably pertinent if it is one which, because of the matter with 
which it deals, logically would have commended itself to an inventor's attention in 
considering his or her invention as a whole." (See MPEP 2141.01(a)). When considered 
as a whole, both references are gripping devices that includes sleeve for opening and 
closing the gripping elements of the device. Therefore, the examiner believes that the 
references are analogous art and that the rejection under 35 U.S.C. 103(a) is proper. 
The applicant's argument that the Davidson reference does not teach rotating the 
sleeve to close the gripping elements is moot. The examiner is not using Davidson to 
teach the sleeve since the Keller reference already provides a sleeve. The examiner is 
using the Davidson reference to teach the bore of the sleeve having a width that is 
greater than a depth in a plane perpendicular to the longitudinal axis of the device, 
wherein the sleeve is capable of closing the gripping elements of the device when 
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rotated. Keller discloses the sleeve of the device is rotated along a thread to close the 
gripping elements of the device by engaging a tapered portion of the bore with the 
gripping elements. By substituting the bore of the Keller sleeve with the bore of the 
Davidson sleeve, when the sleeve is rotated the engagement between the gripping 
elements and the inner surfaces defining the depth of the bore are capable of closing 
the gripping elements of the device. Therefore, the examiner believes that the device of 
Keller as modified by Davidson is capable of performing the functional limitations of the 
claims. The examiner recommends the applicant amend the claims to positively recite 
that the interaction between the inner surfaces of the bore and the gripping elements 
cause the gripping elements to close. The examiner has presented new grounds of 
rejection as necessitated by the amendment making this office action FINAL. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas Woodall whose telephone number is (571)272- 
5204. The examiner can normally be reached on Monday to Friday 8:00 to 5:30 EST.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eduardo Robert can be reached on 571-272-4719. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http;//pai^ Should you 

have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Nicholas Woodall/ 
Examiner, Art Unit 3775 
/Eduardo C. Robert/ 

Supervisory Patent Examiner, Art Unit 3733 



